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Period fo'r RepT''"^^ 0><7-£ of this communication appears on the cover sheet with the corre spondence address - 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTHfS) FROM 
THE MAILING DATE OF THIS COMMUNICATION ^ ^ 

■ aSr(6)^'=^^^^^^^^^ ^ ■"^(^>- "° er, .ay a reply .e .i.e, n,ed 

- Failure to reply within the set or extended period for reply will, by statute. oau'seVe f c^^rt;^ commun,oat,on. 

Status 

1)13 Responsive to communication(s) filed on 1/9/2003 . 
2a)n This action is FINAL 2b)|El This action is non-final, 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

Closed in accordance with the practice under Ex parte Quayle, 1 935 C D 11 453 O G 213 
Disposition of Claims . 

4) |EI Claim(s) 1-3, 5-7.9. 15- 20 and 37-44 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) [EI Claim(s) 1-3,5-7.9. 15-20.37.38 and 40-44 is/are rejected. 

7) 13 Claim(s) 39 is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)n accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

1 1) 0 The proposed drawing correction filed on is: a)^ approved b)^ disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)nAII b)n Some*c)n None of: 

1 -□ Certified copies of the priority documents have been received. 
2,n Certified copies of the priority documents have been received in Application No. 



3.n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (POT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 13 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

1 5) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 1 20 and/or 121. 

Attachment(s) 

1 ) S Notice of References Cited (PTO-892) 4) Q ^um^^^ (PTO-41 3) Paper No(s) 

2 U Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-1 52) 

3) [XLlnfornaation Disclosure Statement(s) (PTO-1449) Paper No(s) " 6) □ Other: 

U.S. Patent s 



t and Trademark Office 
PTO-326 (Rev. 04-01) 
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Entry of Amendment 

Applicant's amendment filed on January 9, 2003 as paper No. 13 is acknowledged. 
Revocation of Power of Attorney filed on January 9, 2003 as paper No. 14 is acknowledged. 

Prior Rejections or Objections 

The following comments pertain to the rejections in the most recent Office Action, Paper 
No. 7, mailed on July 12, 2002. The claim rejections are maintained, and claims 6, 7, 15, 16, 18 
and 19, originally indicated as allowable, after further review, are rejected as documented 
below. 

Response to Arguments 

Applicant's arguments filed on January 9, 2003 have been fully considered but 
they are not persuasive. 

The statement of intended use has been carefully considered but deemed not to impose 
any structural limitation on the claims in the sense of 35 USC §102. It has been held that a 
recitation with respect to the manner in which a claimed apparatus is intended to be employed 
does not differentiate the claimed apparatus from a prior art apparatus satisfying the claimed 
structural limitations. Ex parte Masham, 2 USPQ2d 1647 (1987). 

Claims directed to apparatus must be distinguished from the prior art in terms of 
structure rather than function. In re Danly, 263 F.2d 844, 847, 120 USPQ 528, 531 
(CCPA1959). "Apparatus claims cover what a device is, not what a device does." Hewlett- 
Packard Co. V. Bausch & Lomb Inc., 909 F.2d 1464, 1469, 15 USPQ2d 1525,1528 (Fed. Cir. 
1990). 
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Double Patenting - Statutory 

A rejection based on double patenting of the "same invention" type finds its support in 
the language of 35 U.S.C. 101 which states that "whoever invents or discovers any new and 
useful process ... may obtain a patent therefore ..." (Emphasis added). Thus, the term "same 
invention," in this context, means an invention drawn to identical subject matter. See Miller v. 
Eagle Mfg. Co., 151 U.S. 186 (1894); In re Ockert, 245 F.2d 467, 114 USPQ 330 (CCPA 1957); 
and In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in scope. The 
filing of a terminal disclaimer cannot overcome a double patenting rejection based upon 35 
U.S.C. 101. 

Claim 1 is provisionally rejected under 35 U.S.C. 101 as claiming the same invention as 
that of claim 4 of Application No. 10/007702. This is a provisional double patenting rejection 
since the conflicting claims have not in fact been patented. 



Double Patenting - Nonstatutory 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent 
possible harassment by multiple assignees. See In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Long!, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In 
re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

Claims 2-3,5-7,9,15-20, 37, 38, 40-42 and 44 are provisionally rejected under the 
judicially created doctrine of obviousness-type double patenting as being unpatentable over 
claims 1-22 of co-pending Application No. 10/007702. Although the conflicting claims are not 
identical, they are not patentably distinct from each other because they are an obvious change 



in scope. 
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This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 15 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 

failing to particularly point out and distinctly claim the subject matter which applicant regards as 

the invention. 

Claim 15 is indefinite as it is unclear if the elements are to be selected from the stated 
groups. Alternative expressions are permitted if they present no uncertainty or ambiguity with 
respect to the question of scope or clarity of the claims. One acceptable form of alternative 
expression, which is commonly referred to as a Markush group, recites members as being 
"selected from the group consisting of A, B and C," See Ex parte Markush, 1925 CD. 126 
(Comm'r Pat. 1925). 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the Invention by the 
applicant for patent, except that an international application filed under the treaty defined In section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
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only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1,2, 5-7 and 40-43 are rejected under 35 U.S.C. 102(b) as being anticipated by 
U.S. Patent 4,930,504 to Diamantopoulos et al, Diamantopoulos et al discloses a device for 
biostimulation of tissue using at least one light source in the visible range of 400-700 nm (Col. 5, 
line 20), which includes a control unit (Fig. 4). The light source can be an LED or other laser 
diodes (Col. 6, lines 17-45) all of which have a translucent cover which is considered an optical 
component. The control unit can vary the frequency (Col. 4, line 38). Diamantopoulos et al 
teaches power densities from 10 mW/cm^ to up to 120 mW/cm^ (Col. 9, lines 24, 33 and 44) 
which are interpreted as a threshold level. The distance of the source to the target to produce a 
level of fluence is not disclosed as critical to the device. The beam of Diamantopoulos et al is 
disclosed as diverging (Col. 9, line 43) and thus would yield an area of at least 200 cm^ at some 
distance. 

Claims 1, 15, 16, and 18 are rejected under 35 U.S.C. 102(e) as being anticipated by 
U.S. Patent 5,843,143 to Whitehurst. Whitehurst discloses a light source that may be a xenon, 
short arc, or metal halide lamp (Col 2, lines 6-8), incorporating a cylindrical reflector (abstract) 
and fiber bundle for delivery of the light to an area (Fig. 1 , #1 5). Whitehurst discloses a 
wavelength in a range of 350 to 700 nm. Fluences of 6 W/cm^ are disclosed that are interpreted 
as a threshold level. The control panel (Fig. 1, #4) is the electronic unit for controlling the 
source. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. Patent 

4,930,504 to Diamantopoulos et al as applied to claim 1 above, and further in view of U.S. 

Patent 5,896,457 to Tyrrel. Diamantopoulos et al is discussed above, but does not disclose a 

fixture for holding the light source. Tyrrel teaches a device using multiple light sources, one of 

which is blue (Col. 9, line 27). The blue spectnjm has as its shortest wavelength, 420 

nanometers. Control circuitry is provided to enable the light source (Col. 5, lines 30-35). The 

device includes optics in the form of a lens (Col. 4, line 63) to produce various patterns and an 

adjustable fixture for positioning the light (Fig. 1). It would have been obvious to one having 

ordinary skill in the art at the time the invention was made to use the adjustable fixture as taught 

by Tyrrel in the invention of Diamantopoulos et al to position the light source for treatment. 

Allowable Subject Matter 

Claim 39 is objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all of the limitations of the base claim and 
any intervening claims. 



Any inquiry conceming this communication or earlier communications from the examiner 
should be directed to Henry M Johnson, III whose telephone number is (703) 305-0910. The 
examiner can normally be reached on Monday through Friday from 6:30 AM to 4:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Linda C Dvorak can be reached on (703) 308-0994. The fax phone numbers for the 



Conclusion 
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organization where this application or proceeding is assigned are (703) 872-9302 for regular 
communications and (703) 872-9303 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0858. 



Henry M. Johnson, III 

Examiner 

Art Unit 3739 

Hmj 

January 30, 2003 

Lee Cohen 

Primary Examiner 



